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1 )KI Responsive to communication(s) filed on 26 September 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) U9 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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7) 0 Claim(s) is/are objected to. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1 . This action is responsive to the amendment filed on September 26, 2008. 
Claims 1-9 are pending. Claim 1 is independent. Claims 6 and 7 are withdrawn from 
consideration. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1-5, 8, and 9 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. In Claiml , support for the amended recitation 
"wherein the stretch supporting member extends continuously over the entire region of 
the coil main body " cannot be found in the original specification. Therefore, the 
recitation is considered as new matter. Furthermore, Figures 1 and 2 only shows that 
the stretch supporting member extends continuously over a portion of the coil main 
body. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1, 2, 4, 8, and 9 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Greene, JR. et al (US Pub. No.: 2002/0177855). 

In regard to Claim 1, 2, 4, 8, and 9, Greene, JR. et al discloses an embolus 
forming in-vivo indwelling coil comprising a coil main body (coils, 414, Fig. 40A) having 
flexibility and an stretch suppressing member (inner portion of polymer member 404 
located inside the coils 414, Fig. 40A) which is provided on the inner periphery of the 
coil main body and which is made of a polyvinyl alcohol polymer (Para. [0088]), wherein 
the stretch supporting member extends continuously over the entire region of the coil 
main body (Figs. 36 and 39 and Paras. [0085] and [0136]); the stretch suppressing 
member has a rod-like shape and is provided in the coil main body so as to pass 
through the coil main body and extend in the coil axial direction of the coil main body 
(Fig. 40A); and another stretch suppressing member (the outer portion of polymer 
member 404 located outside the coils 414 and covers the coils, Fig. 40A) has a 
cylindrical shape and is provided to cover the entire region of the outer periphery of the 
coil main body in the coil axial direction. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

9. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ogawa et al (US Pat. No.: 5,846,210) in view of Ken et al (US Pat. No.: 5,853,418). 

In regard to Claims 1 , 2, 4 and 5, Ogawa et al discloses an medical coil 
comprising a coil main body (implanted device, 16, Fig. 1) having flexibility and an 
stretch suppressing member (joint member 15, Figs 1 and 2) which is provided on the 
inner periphery of the coil main body and which is made of a polyvinyl alcohol polymer 
(Col. 6, lines 45-49); the stretch suppressing member has a rod-like shape (Col. 7, lines 
1-3) and is provided in the coil main body so as to pass through the coil main body and 
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extend in the coil axial direction of the coil main body (Figs. 1 and 2); and the diameter 
of the stretch suppressing member is smaller than the inner diameter of the coil main 
body by about 1 to 50% in a dry state (Col. 7, lines 9-14 and 22-27 and Fig. 2). 

Ogawa et al does not appear to disclose that the stretch supporting member 
extends continuously over the entire region of the coil main body. 

However, Ken et al discloses a vaso-occlusive coil (100, Fig. 1) comprising a 
stretch supporting member (108, Fig. 1 ) extending continuously over the entire region of 
the coil main body (1 02, Fig. 1 ). 

Ogawa et al and Ken et al are analogous art because they are from the same 
field of endeavor. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Ogawa et al and Ken et al before him or her, to modify 
the stretch supporting member to extend continuously over the entire region of the coil 
main body as taught by Ken et al. 

The suggestion/motivation for doing so would have been to prevent stretching of 
the coil during movement of the coil (Ken et al, see Abstract). 

Therefore, it would have been obvious to combine Ken et al with Ogawa et al to 
obtain the invention as specified in the instant claims. 

In regard to Claim 3, Ogawa et al in view of Ken et al discloses all the limitations 
of the claim as taught above and further discloses the wire constituting the coil main 
body has a diameter of 0.07 mm, and the coil main body has a coil diameter of 0.1 mm. 
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Ogawa et al does not appear to disclose a coil length of 2 to 500 mm and a number of 
turns of 1 to 100 per unit length (1mm). 

However, applicant should be noted that the coil length and the number of turns 
are only design choices and within of one of ordinary skill in the art. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
include a coil length of 2 to 500 mm and a number of turns of 1 to 1 00 per unit length 
(1 mm), since it has been held that that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233. 

Response to Arguments 

1 0. Applicant's arguments on the Ogawa et al reference on pages 6 and 7 of the 
remarks with respect to claims 1-5 have been considered but are moot in view of the 
new ground(s) of rejection. 

1 1 . Applicant's arguments on the Greene et al reference on pages 6 and 7 of the 
remarks filed 09/26/2008 have been fully considered but they are not persuasive. The 
allegation on pages 6 and 7 of the remarks that Greene et al does not disclose or 
suggest a stretch supporting member extends continuously over the entire region of the 
coil main body is incorrect. Greene et al clearly discloses or suggests a stretch 
supporting member extends continuously over the entire region of the coil main body 
(Figs. 36 and 39 and Paras. [0085] and [01 36]). As the polymer 418 fills the cavity 410, 
the polymer would definitely form a stretch supporting member extending continuously 
over the entire region of the coil main body (Fig. 36). 
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Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JING OU whose telephone number is (571)270-5036. 
The examiner can normally be reached on M-F 7:30am - 5:00pm, Alternative Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Uyen (Jackie) T Ho can be reached on (571)272-4696. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JO 

/Julian W. Woo/ 

Primary Examiner, Art Unit 3773 
October 23, 2008 



